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—The MAILING DATE of thkc<mtmunk:ation appears on th cover sheet b&ieath the conespontkiice acUress— 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MOhfTH(S) FROM THE MAIUNG DATE 

OF THIS COMMUNICATION. 

- Exlensrans of tin>e nray be available under the provteions of 37 CFR 1.136(a). In fK> event, however, may a reply be tintely filed after SIX (6) MO^^HS 
from the maifing date of this communk:atk)n. 

- If the period for reply specified above \s less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered tim^. 

- If NO period for reply is specified above, such pervxJ shall, by default 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by tt^ Office later than three mcMitfis after tf« rnailing date of th^ conrtmunk^ation, even if tin^, may reduce any earned patent 
temi adjusfannent See 37 CFR 1 .704(b). 

Status 

□ Responsive to communication(s) filed on . 

□ TTiis action is RNAL. 

□ Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayie, 1 935 CD. 1 1 ; 453 O.G. 21 3. 



Disposition of Ciaims 

^Claim(s) . 



Of the above claim(s)- 

□ Claim(s) 

^Claim(s) 

□ Claim(s) 

□ Claim(s) 



Is/are pending in the application. 
. is/are withdrawn from consideration. 



Application Papers 

□ The proposed drawing connection, filed on . 

□ The drawing(s) filed on 



is/are allowed, 
is/are rejected, 
is/are objected to. 

. are subject to restriction or election 
requirement 



Is □ approved □ disapproved. 



Is/are objected to by the Examiner 



□ The specification is objected to by the Examiner 

□ The oath or declaration is objected to by the Examiner. 

Pri rity under 35 U^C. § 119 (aHd) 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 11 9 (a)-(d). 
□ All □ Some* □ None of the: 

□ Certified copies of the priority documents have iDeen received. 

□ Certified copies of the priority documents have been received in Application No 

□ Copies of the certified copies of the priority documents have been received 

in this national stage application from the International Bureau (PCT.Rule 17.2(a)) 
•Certified copies not received: : 



Attachment(8) 

^j^lnfomiation Disclosure Statement(s), PTO-1449, Paper Nc^s). 
J^Notice of Reference(s) Cited, PTO--892 
Q Notice f Draftsperson*^ Patent Drawing Revi w, PTO-948 



n Intervi w Summary, PTO-413 

□ Notice of Inf nnal Patent Application, PTO-152 

□ Other 
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1. Claims 6-12 are objected to under 37 CFR 1.75(c) as being in improper form because a 
multiple dependent claim cannot depend from any other multiple dependent claim. See MPEP 
§ 608.01(n). Accordingly, the claims 6-12 have not been further treated on the merits. 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 16, 3 and 8 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 16 provides for the use of a glycidyl ether or ester as film forming agent, but, since 
the claim does not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it merely 
recites a use without any active, positive steps delimiting how this use is actually practiced. 

Claiml6 is rejected under 35 U.S.C. 101 because the claimed recitation of a use, without 
setting forth any steps involved in the process, results in an improper definition of a process, i.e., 
results in a claim which is not a proper process claim under 35 U.S.C. 101. See for example Ex 
parte DunkU 153 USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. Brenner, 255 F. 
Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claim 3 is vague in reciting a broad range or limitation followed by linking term "in 
particular" (in line 2) and a narrow range or limitation within the broad range or limitation. 

Claim 8 is also indefinite on same lines in reciting "optionally" in line 18. 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 



and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

5. Claims 1-5 and 14-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 



Corcoran discloses a coating composition comprising a binder containing (a) 50-95% by 
wt of an acrylic polymer and (b) 5-50% by wt of a glycidyl component and 0.1-5% by wt of a 
catalyst (abstract; col. 1, line 61 to col. 2, line 17). Acrylic polymers are described in col. 3, lines 
48-58. The gylcidyl component disclosed in col. 3, lines 59 to col. 4, line 23. reads on (claimed) 
calescent agent (of instant claim 1). Composition contains 20-80% by wt of binder (col. 10, lines 
13-14). Examples show that the compositions form hard films on drying. 

Therefore it would have been obvious to follow teachings of Corcoran and arrive at 
instant invention. 

6. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Corcoran (USP 
4816500) as applied to claiml above, and further in view of Leibelt et al (USP 60008273). 
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Corcoran is summarized earlier. Patentee does not mention (claimed) other film foraiing 
agent of instant claim 13. 

Leibelt discloses coating compositions in which some volatile organic compounds one of 
which is (claimed)phenyl ether of ethylene glycol (col. 19, lines 4-5) can be used. 

Therefore it would have been obvious to add to he composition of Corcoran, the 
compound of Leibelt to minimize evaporation (during storage of the composition). 

Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to U. K. Rajguru whose telephone number is 703 308-3224. The 
examiner can normally be reached on Monday-Friday from 9:30 am to 6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James J. Seidleck can be reached on 703 308-2462. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703 872-9310 for regular 
communications and 703 872-931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703 308-0661. 




Examiner Rajguru/ng/mn 
January 17, 2003 




